
United States Patent and Trademark Office 



1 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FORiPATENTS 
P.O. Box 1450 

Alwandria, Virginia 223 1 3-1 450 
www.usptO.gov ^ 



ATTORNEY DOCKET NO.^^ , . CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/740.414 



12/19/2000 



7590 



04/21/2004 



Jonathan C. Parks, Esq. 
Kirkpatrick & Lockhart LLP 
Henry W. Oliver Bldg. 
535 Smithfield Street 
Pittsburgh, PA 15222-2312 



Samuel N. Zellner 



00138 



3676 



EXAMINER 



DAVIS, TEMICAM 



ART UNIT 



PAPER NUMBER 



2681 

DATE MAILED: 04/2 1/2004 



Please find below and/or attached an Office communication concerning this apphcation or proceeding. 



PTq-90C (Rev. 10/03) 



v^f ^i^ciWf* wuf f frf f CTf jr 


Application No. 

09/740,414 


7^?^licant(s) 

2ELLNER ET AL 


Examiner 

Temica M. Davis 


Art Unit 

2681 





The li/^AILING'DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 
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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments filed February 6, 2004 have been fully considered 
but they are not persuasive. 

Applicant argues that Baker, taken alone or in combination with other prior 
art, fails to disclose transferring identity information for the user to a third party 
without disclosing the location information for the user to the third party. 
Applicant further states that although Baker teaches that the location area 
identification is an optional parameter of the origination request, Baker is only 
disclosing that using location area identification need not be one of the ways to 
determine the location of the user. 

The examiner partially agrees with the applicant, in that sending the 
location information to a third party is an optional parameter. However, although 
the location of the user is inherently known in the system, the location information 
(i.e., cell and cell sector identification) is not sent to the third party (i.e., WSN) 
(col. 8, lines 17-25 and col. 8, lines 37-52). As admitted by the applicant. Baker 
discloses that sending the location information to the WSN is optional. 

Further, based on the claim language regarding the location information, 
the only requirement is that the identity information for the user be transferred to 
a third party without disclosing the location information. In one embodiment, 
Baker does meet this requirement. Baker shows that at the time the identity 
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information for the user is transferred to the WSN, the location information for the 
user is not disclosed to the third party (col. 8, lines 17-25 and col. 8, lines 37-52). 

Based on the remarks above, it has been shown that Baker, taken alone 
or in combination meets the claimed language. Therefore, the rejection stands 
as set forth below. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 3, 8, 9, 14 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Baker, U.S. Patent No. 6,505,046 

Regarding claim 1 , Baker discloses a metliod of providing a 
location-blocking service comprising: obtaining identity information for a user 
operating a wireless communication device; obtaining location information for the 
user; and transferring the identity information for the user to a third party without 
disclosing the location information for the user to the third party (i.e.. since 
location information is optional) (col. 8, lines 1 1-52). 
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Regarding claim 3, Baker discloses the method of claim 1 , wherein the 
third party is an advertiser desirous of sending an advertisement to the wireless 
communication device (col. 7, lines 62-64) 

Regarding claim 8, Baker discloses the method of claim 1 , wherein 
obtaining the location information for the user includes: monitoring one or more 
signals transmitted by the wireless communication device operated by the user; 
and determining the location of the user based on an analysis of the one or more 
signals (col. 7, lines 28-37). 

Regarding claim 9, Baker discloses the method of claim 1 , wherein 
obtaining the location information includes receiving the information about the 
location of the user supplied by the wireless communication device (col, 7, lines 
28-37). 

Regarding claim 14, Baker discloses a method to provide information 
about identity of a user operating a wireless communication device, comprising: 
obtaining identity information for the user; identifying the location of the user of 
the wireless communication device; and transmitting the identity information for 
the user to a subscriber desirous of sending an advertisement to the wireless 
communication device, wherein the transmission of the identity information 
excludes disclosure of the location of the user (col. 7, lines 62-64, col. 8, lines 11- 
52). 

Regarding claim 18, Baker discloses the method of claim 14, wherein 
identifying the location of the user includes: monitoring one or more signals 
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transmitted by the wireless communication device; and determining the location 
of the user based on an analysis of the one or more signals (col. 7, lines 28-37). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 2, 11, 15, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baker. 

Regarding claims 2, 10, 15 and 19, Baker discloses the methods of claims 
1 and 14 as described above. Baker, however, fails to disclose charging fees to 
various entities for performing services. The examiner contends that at the time 
of invention, such a feature would have been obvious to a person of ordinary skill 
in the art since resources would have to be used in order to provide the desired 
services to the user/third party. As such, fees should be charged in order that 
the network providing the resources for the services can profit. 

Regarding claims 11 and 20, Baker discloses the methods of claims 1 and 
14 as described above. Baker, however, fails to disclose disclosing location 
information of a user in the event of an emergency situation. 
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The examiner contends, however, that at the time of invention, such a 
feature would have been obvious to a person of ordinary skill in the art to ensure 
the safety of the user of the mobile station. 



6. Claims 4, 5, 7, 16 and 17 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baker in view of Stewart, U.S. Patent No. 6,546,257. 

Regarding claims 4 and 1 6, Baker discloses the method of claims 1 and 
14 as described above and further discloses requesting the user to provide 
information about the identity of the user (col. 8, lines 11-52). Baker, however, 
fails to disclose, wherein obtaining the identity information for the user includes 
storing the information about the identity of the user. 

In a similar field of endeavor, Stewart discloses providing promotional 
material based on repeated travel patterns. Stewart further discloses wherein 
obtaining the identity information for the user includes storing the information 
about the identity of the user (col. 10, lines 52-67). 

At the time of invention, it would have been obvious to a person of 
ordinary skill in ht art to modify Baker with the teachings of Stewart since such 
storing of the location would help the advertiser in determining when to transfer 
certain advertisements based on the repeated travel patterns of a user. 

Regarding claim 5, the combination of Baker and Stewart discloses the 
method of claim 4, wherein requesting the user to provide the information about 
the identity of the user is performed when the user signs up for a communication 




Application/Control Number: 09/740,414 Page 7 

Art Unit: 2681 

service that allows the user to operate the wireless communication device 
(Baker, col. 6, lines 47-49). 

Regarding claim 7, the combination of Baker and Stewart discloses the 
method of claim 4, wherein storing the information about the identity of the user 
includes maintaining a database to store the identity information therein (Stewart, 
col. 10, lines 52-67). 

Regarding claim 17, the combination of Baker and Stewart discloses the 
method of claim 16, wherein obtaining the data from the user is accomplished 
inherently when the user signs up for a communication service that allows the 
user to operate the wireless communication device (Baker, col. 6, lines 47-49). 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baker, Stewart and Fomukong et al (Fomukong), U.S. Patent No. 5,560,461. 

Regarding claim 6, the combination of Baker and Stewart discloses the 
method of claim 4 as described above. The combination, however, fails to 
disclose wherein requesting the user to provide the information about the identity 
of the user is performed when the user signs up for the location-blocking service. 

In a similar field of endeavor, Fomukong discloses authorized location 
reporting in a paging system. Fomukong further discloses requesting the user to 
provide the information about the identity of the user is performed when the user 
signs up for the location-blocking service (col. 2, lines 1-11, col. 4, lines 54-67). 

At the time of invention, it would have been obvious to a person of 
ordinary skill in the art to modify the combination of Baker and Stewart with the 
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teachings of Fomukong to ensure that the location of the user is only divulged to 
a third party based on a users desire. 

8. Claims 12, 13 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baker and Fomukong. 

Regarding claim 12, Baker discloses the method of claim 1 as described 
above. Baker, however, fails to disclose allowing the user to unblock disclosure 
of the location information to the third party, 

Fomukong discloses a system which allows a user to block or unblock 
disclosing location information to third parties (col. 4, lines 46-62), 

At the time of invention, it would have been obvious to a person of 
ordinary skill in the art to modify Baker with the teachings of Fomukong to ensure 
that the location of the user is only divulged to a third party based on a users 
desire. 

Regarding claim 13, the combination of Baker and Fomukong discloses 
the method of claim 12 as described. The combination, however, fails to disclose 
wherein the user unblocks disclosure of the location information over the Internet. 

The examiner contends however, that at the time of invention, such a 
feature would have been obvious to a person of ordinary skill since it is known in 
the art that mobiles phones are Internet-capable. 

Regarding claim 21 , Baker discloses the method of claim 14 as described 
above. Baker, however, fails to disclose allowing the user to unblock over the 
Internet the disclosure of the location of the user to the subscriber. 
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Fomukong discloses a system which allows a user to block or unblock 

disclosing location information to third parties (col. 4, lines 46-62). 

At the time of invention, it would have been obvious to a person of 
ordinary skill in the art to modify Baker with the teachings of Fomukong to ensure 
that the location of the user is only divulged to a third party based on a users 
desire. 

The combination, however, fails to disclose wherein the user unblocks 
disclosure of the location information over the Internet. 

The examiner contends however, that at the time of invention, such a 
feature would have been obvious to a person of ordinary skill since it is known in 
the art that mobiles phones are Internet-capable. 



Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
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the statutory period for reply expire later than SIX MONTHS from the mailing 

date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Temica M. Davis whose telephone number is 
(703) 306-5837. The examiner can normally be reached Monday-Friday 
(alternate Fridays) from 9:00am-3:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Erika Gary can be reached on (703) 308-0123. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http;//pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Temica M. Davis 
Examiner 
Art Unit 2681 



April 16,2004 





